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1 . Claims 1 -1 9 are pending. 

Response to Arguments 

2. Applicant's arguments filed on 1 1/15/04 with respect to claims 1-19 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1,2,4,6,7,9,15-17 are rejected under 35 U.S.C. § 102(e) as being 
anticipated by Emura [6,453,340 B1]. 

3. As per claim 1 , Emura discloses a method of storing an e-mail communication 
containing an attachment file received in an e-mail server [Emura, a mail server. Fig 
1(a)-(b), col 6 lines 45-65; attached data col 8 line 27 seq], comprising the steps of: 

(a) searching a database (i.e.: the storage area) of attachment files previously 
stored in the email server for a copy of the attachment file from the received e-mail 
communication [Emura, search for attached data, col 9 lines 1.0-47; the storage area, 
col 10 lines 14-30]; and if a copy of the attachment file is located in the e-mail server 
[Emura, mail server and attached data, col 8 line 63-col 9 line 9] 
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(b) removing the attachment file from the e-mail communication [Emura, 
deleting the attached data, col 16 lines 10-12]; 

(c) creating a link from the e-mail communication to the previously stored 
attachment file in the database [Emura, created in a text format or HTML, col 8 lines 27- 
55]. 

4. As per claim 2, Emura discloses if a copy of the attachment file is not located in 
the e-mail server, (d) separating the attachment file from the e-mail communication and 
separately storing the attachment file in the database [Emura, deleting the attached 
data, col 16 lines 10-12]; and (e) creating a link from the e-mail communication to the 
corresponding attachment file stored in the database [Emura, created in a HTML link, 
col 8 lines 27-55]. 

5. As per claim 4, Emura discloses the database of attachment files is searched by 
performing a checksum against the attachment file of the received e-mail 
communication as inherent feature of database searching. 

6. As per claims 6,9 Emura discloses (c) deleting the link from e-mail 
communication to the attachment file in response to a delete request; and (d) deleting 
the corresponding attachment file when there are no links remaining to the attachment 
file [Emura, deleting the attached data, col 16 lines 10-12]. 
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7. Claim 7 contains the similar limitations set forth of claim 1 . Therefore, claim 7 is 
rejected for the similar rationale set forth in claim 1. 

8. As per claim 15, Emura discloses an e-mail communications server comprising: 

(a) an MTA server for receiving e-mail communications from an external 
network [Emura, Web server, col 6 lines 45-65, Fig 1(a)-(b)]; 

(b) a mail store for storing e-mail communications received by the MTA 
server [Emura, a mail sen/er, col 6 lines 45-65, Fig 1(a)-(b)]; 

(c) a POP server for downloading e-mail communications from the mail 

store to client computers through an internal network [Emura, P0P3, col 8 lines 1-12]; 

(d) e-mail attachment file checking software for determining whether attachment 
files in received e-mail communications are duplicates of attachment files in the mail 
store, wherein the mail store removes duplicate attachment files from e-mail 
communications [Emura, deleting the attached data, col 16 lines 10-12, in case of two 
files of attached data, col 9 line 24-32, are duplicated] and creates links from received e- 
mail communications to the corresponding attachment files in the mail store after the 
email attachment file checking software determines that the attachment files in received 
email communications are duplicates of attachment files in the mail store [Emura, 
created in a HTML link, col 8 lines 27-55]. An Official Notice is taken that the detecting 
an illegal duplicate of a Web attached was well-known in the art [see Shinoda reference] 
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9. As per claim 16, Emura discloses the mail store further comprises a database for 
storing the links from received e-mail communications to the attachment files [Emura, 
Hotspot, col 9 line 47-col 10 line 44]. 

10. As per claim 17, Emura discloses a first attachment storage database for storing 
attachment files that are each associated with a single e-mail communication, and a 
second attachment storage database for storing attachment files that are each 
associated with a plurality of e-mail communications [Emura, two files of attached data, 
col 9 line 24-32]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3,5,8,10-14,18,19 are rejected under 35 U.S.C. § 103 as being unpatentable 

over Emura [6,560,639 B1] in view of Geiger et al [Geiger 6,073,142]. 

11. As per claim 3, Emura discloses wherein the steps of searching the database 
[Emura, searching the database, col 11 lines 25-37; col 12 lines 49-57], removing the 
attachment file from the e-mail communication [Emura, deleting the attached data, col 
16 lines 10-12]; and creating a link from the e-mail communication are only performed 
[Emura, created in a text format or HTML, col 8 lines 27-55]; 
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However Emura does not detail detecting the size of the attachment file 
associated with the received email communication; or if the attachment file is greater 
than a predetermined size; 

It was well-known in the email art that a email message could be analyzed based 
on the POP rules and properties as taught by Geiger [Geiger, the gatekeeping Post 
office and business rules, abstract; monitor email message, col 3 lines 1-19; various 
properties, size attachment, col 13 lines 35-40] 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to incorporate the technique of monitoring the email 
message based on properties, size attachment as taught by Geiger into the Emura*s 
apparatus in order to utilize the POP server and attached data. Doing so would provide 
the ability to define the rules for handling of various type, size of data objects in the 
email via Internet. 

1 2. As per claim 5, Emura-Geiger disclose the database of attachment files is 
searched by comparing properties associated with the attachment files with 
corresponding properties associated with the attachment file of the received e-mail 
communication [Geiger, properties, col 13 lines 15-40]. 

13. As per claim 8, Emura-Geiger disclose (e) if an attachment file is not a duplicate 
of a previously stored attachment file, storing the attachment file in the mail store and 
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storing a link in the mail store between the e-mail header information and the 
attachment file to the received e-mail communication [Geiger, header, Fig 14]. 

14. As per claim 10, Emura-Geiger disclose e-mail messages in the e-mail 
communications are stored with the corresponding e-mail header information in the mail 
store [Geiger, header, Fig 14], 

1 5. As per claim 1 1 . Emura-Geiger disclose the header information extracted from 
the attachment files includes a designation of file type [Geiger, type, size, col 13 lines 
15-40]. 

16. As per claim 12, Emura-Geiger disclose the step of comparing extracted 
attachment file header information is performed by searching the previously stored 
attachment files that are designated as the same file type as the attachment file to the 
received e mail communication [Geiger, header. Fig 14; type, size, col 13 lines 15-40], 

1 7. As per claim 1 3, Emura-Geiger disclose the header information extracted from 
the attachment files further includes at least one of: size, creation date, revision date, 
author, software type, version, and revision number as inherent feature of header. 
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18. As per claim 14, Emura-Geiger disclose comparing extracted attachment file 
header information is performed only when the size of the attachment file is greater than 
a predetermined size [Geiger, header, Fig 14; type, size, col 13 lines 15-40]. 



19. As per claim 18, Emura-Geiger disclose the e-mail attachment file checking 
software only checks attachment files that are greater than a predetermined size 
[Geiger, header, Fig 14; type, size, col 13 lines 15-40]. 



20. As per claim 19, Emura-Geiger disclose the e-mail attachment file checking 

software extracts properties associated with the attachment files in the received e-mail 

communications, and searches the mail store for attachment files having the same 

properties [Geiger, properties, col 13 lines 15-40]. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Thong Vu, whose telephone number is (571)- 
272-3904. The examiner can normally be reached on Monday-Thursday from 8:00AM- 
4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Jack Harvey, can be reached at (571 ) 272-3896. The fax number for the 
organization where this application or proceeding is assigned is 703-872-9306 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval IPAIRI system. Status information for published 
applications may be obtained from either Private PMR or Public PMR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Thong Vu 
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Art Unit 2142 




